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DETAILED ACTION 

1 . This Office Action is responsive to the amendment filed on 06/23/2009. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Objections 

4. Claim 8 is objected to because of the following informalities: The claim recites 
"wherein the at least one thermoplastic phase consisting essentially of at least one 
propylene-based polymer..." The examiner suggests replacing "consisting" with 
"consists." Appropriate correction is required. 

Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office actions. 

5. Claims 8, 10, 11, and 13-15 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Asuka, JP 2000-095902 (of record) in view of Takahashi et al, JP 
2001-081236, and Utz et al, US2003/01 48056. 

6. The rejection stands as per the reasons outlined in the previous Office Action. 
Regarding the amendments to claim 8, the examiner notes that the newly added 
limitations of the composition of the thermoplastic elastomer and the rate of crystal 
formation were previously recited in the now canceled claim 1 . The claimed amount of 
nucleating agent was previously recited in the now canceled 5. 
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7. Regarding newly added claim 15: As stated in previous Office Actions, Asuka 
teaches the addition of 0.005 to 0.1 parts by weight (pbw) of sodium benzoate as a 
nucleating agent in an olefin resin. Takahashi discloses the addition of 0.005 to 5 pbw of 
a nucleating agent such as metal salt of an organophosphate ester salt, to 100 pbw of a 
polyolefin resin (1f0049), corresponding to a final concentration of approximately 0.005% 
to 4.8% nucleating agent. Utz teaches the use of 100 to 4000 ppm (or 0.01 to 0.4% by 
weight) (H0115) of a nucleating agent such as talc (H0114) or a norbornane carboxylic 
acid salt flf01 17). 

8. It has been held that a prima facie case of obviousness exists where the claimed 
ranges overlap or lie inside ranges disclosed in the prior art; see In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976); see In re Woodruff, 919 F.2d 1575, 16 USPQ2d 
1934 (Fed. Cir. 1990) (MPEP § 2144.05). The claimed amounts of the individual 
nucleating agents lie within the ranges disclosed in the prior art; it therefore would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use 
the claimed amounts of the nucleating agents (claim 15). 

Response to Arguments 

9. Applicant's arguments filed 06/23/2009 have been fully considered but they are 
not persuasive. 

1 0. Applicant states that none of the applied references discloses the production of a 
molded article. The examiner disagrees with this statement. Asuka teaches the 
production of films via extrusion with a T-die method, corresponding to an extrusion- 
molded film. Furthermore, Asuka teaches that the polymer composition of JP2000- 
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095902 may be used in the production of molded articles, such as containers for 
cosmetics, 010071, "Effect of the Invention") in addition to its use in the production of 
films. It has been held that "a reference may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill in the art, including non-preferred 
embodiments," Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 
(Fed. Cir.). Also, "[disclosed examples and preferred embodiments do not constitute a 
teaching away from a broader disclosure or non-preferred embodiments," see In re Susi 
440 F.2d 442, 169 USPQ 423 (CCPA 1971). (MPEP § 2123 [R-5]). The examiner 
therefore maintains the position that Asuka teaches the production of molded articles. 
1 1 . Regarding the reduction in cycle time, it has been held that "[T]he discovery of a 
previously unappreciated property of a prior art composition, or of a scientific 
explanation for the prior art's functioning, does not render the old composition 
patentably new to the discoverer;" see Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 
1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use , new 
function or unknown property which is inherently present in the prior art does not 
necessarily make the claim patentable; see In re Best, 562 F.2d 1252, 1254, 195 USPQ 
430, 433 (CCPA 1977). There is no requirement that a person of ordinary skill in the art 
would have recognized the inherent disclosure at the time of invention, but only that the 
subject matter is in fact inherent in the prior art reference; see Schering Corp. v. 
Geneva Pharm. Inc., 339 F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003). 
Finally, "[m]ere recognition of latent properties in the prior art does not render 
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nonobvious an otherwise known invention;" see In re Wiseman, 596 F.2d 1019, 201 
USPQ 658 (CCPA 1979). 

12. The examiner directs applicant's attention to Drobny, Handbook of Thermoplastic 
Elastomers , which was cited by the examiner in the Office Action mailed 07/28/2008 
and a copy of which was provided to applicant at that time. Drobny states that addition 
of nucleating agents results in an increase in the rate of polymer crystallization and a 
reduction in molding cycle time (Page 15, 1 st Column, lines 20-23). The examiner 
further directs applicant to Harper, Modern Plastics Handbook (published in 2000), 
which was also cited and provided to applicant in the Office Action mailed 07/28/2009. 
Harper states that nucleating agents shorten cycle time by reducing set-up time in the 
mold (page 4.54, lines 36-37). Applicant's process steps are rendered obvious by the 
prior art as discussed in the previous Office Actions, incorporated herein by reference. 
As the prior art renders obvious a process comprising the same steps using similar 
thermoplastic elastomers and similar amounts of the same nucleating agents, the 
properties/affects of the prior art process would necessarily be the same as claimed and 
inherently be not materially different from those of the claimed invention. The property of 
reducing cycle time is therefore inherently met by the prior art process. Applicant is 
therefore required to provide factual evidence demonstrating an unobvious difference 
between the claimed invention and the prior art process. 

13. Regarding the allegedly unexpected results, the examiner first notes that the 
alleged results are not commensurate in scope with the invention as currently claimed. 
Independent claim 8 recites that the composition may contain as little as 0.005% by 
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weight of the nucleating agents. Both of the examples cited by applicant (Examples 10 
and 11) contain a total of 0.55% by weight nucleating agents; the examiner notes that 
this amount is 110 times greater than the minimum value recited by applicant in the 
independent claim. No data has been provided to demonstrate that the allegedly 
unexpected results may be obtained commensurate with the claimed range. 
Furthermore, the independent claim broadly states that the thermoplastic elastomer 
comprises a propylene-based polymer as the thermoplastic phase and a either a 
styrenic copolymer rubber or an at least partially cross-linked EPDM as the elastomeric 
phase. The cited examples each teach the addition of the nucleating agents to two 
commercially available thermoplastic vulcanizates (TPVs); the examples do not disclose 
the composition of said TPVs. The examiner therefore cannot determine whether the 
allegedly unexpected results can be obtained commensurate in scope with the claimed 
thermoplastic elastomer. 

14. As discussed above, it is known in the art that the addition of nucleating agents 
increases the rate of polymer crystallization and, consequently, reduces the cycle time. 
The examiner therefore maintains the position that merely stating that the cycle time is 
reduced compared to an unmodified polymer does not constitute an unexpected result . 
As noted in previous Office Actions, applicant has not provided evidence that the 
degree by which the cycle time is reduced is unexpected. 

1 5. To rebut a presumption of obviousness, applicant may show "that there are new 
and unexpected results relative to the prior art :" see Iron Grip Barbell Co., Inc. v. USA 
Sports, Inc., 392 F.3d 1317,1322,73 USPQ2d 1225, 1228 (Fed. Cir. 2004). As 
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discussed earlier in this Office Action, the addition of the claimed nucleating agents in 
the claimed range is taught in the prior art. The difference between the claimed 
invention and the prior art therefore is not the addition of a nucleating agent to an 
unmodified polymer; rather, the difference between the claimed invention and the prior 
art is the addition of four types/classes of nucleating agents in combination with one 
another. Applicant therefore is required to demonstrate that the claimed combination of 
nucleating agents results in a reduction in cycle time by a degree that is unexpected in 
view of the results obtained when comparable amounts of the nucleating agents are 
used in the prior art. 

16. The examiner notes that Examples 1-9 of the instant specification disclose 
compositions containing either individual nucleating agents (Examples 1-8) or a 
combination of three nucleating agents (Example 9). The examiner notes, however, 
that applicant has not provided information regarding the degree by which the cycle time 
is reduced for these Examples. Furthermore, the examples only contain the nucleating 
agent in an overall amount of 0.10% (Examples 1-3), 0.25% (Examples 4-8), or 0.35% 
(Example 9). The amount of nucleating agent added to the compositions of Examples 
1-9 therefore is not comparable to the amount of nucleating agent used in the illustrative 
examples (0.55% by weight). Applicant has not provided evidence to demonstrate that 
the 22% reduction in cycle time observed when the claimed combination of nucleating 
agents is used is unexpected compared to the reductions in cycle time measured when 
comparable amounts of the individual nucleating agents are used separately. It 
currently cannot be determined whether said 22% reduction is the result of combining 
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the four claimed nucleating agents, or is merely a cumulative result stemming from the 
addition of an increased amount of nucleating agent. The examiner therefore maintains 
the position that applicant has not demonstrated that unexpected results are obtained 
from the claimed invention. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ Jeffrey Lenihan 

Primary Examiner, Art Unit 1796 Examiner 
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